Our Reasons for Rejecting USG Proposal #4 (Trademark Protection Issues)
We note that the USG Proposal in relation to intellectual property protection would resuscitate proposals previously rejected by community-wide consensus through the Special Trademark Interests review team formed by the GNSO at the ICANN Board’s request
, and introduce mechanisms rejected even earlier, by the Implementation Recommendations Team that was formed by the Intellectual Property Constituency.

We note, further, that the ICANN Board has done the following:

· Considered the various mechanisms put forward for addressing trademark issues in new gTLDs
;

· Put forward the possibility that additional or emerging issues in this regard be further addressed through policy development by the GNSO
; and

· Indicated on several occasions over a period of time that in its view trademark issues have been sufficiently addressed by a consultative and inclusive community-wide consensus process
.

In particular, however, we would like to express our serious concerns to the following issues, in relation to the USG Proposal.

The Uniform Rapid Suspension System (URS)

· Why transfer of the domain name should not be part of the URS.
The original justification for the implementation of the URS, as introduced by the Implementation Recommendations Team (IRT), was that it will be a mechanism with distinct remedies from and not a replacement of the UDRP; this rationale was also followed by the STI. According to the IRT report: “The URS is intended to supplement and not replace the UDRP. They are separate proceedings with distinct remedies. The URS is designed to provide a faster means to stop the operation of an abusive site. The UDRP is designed to result in the transfer of the abusive domain name.”

Seeking to allow the transfer of the domain name under the URS becomes problematic at various levels. First of all, the whole foundation of the URS’s justification (and the way it was ‘sold’ to the Internet community) collapses. Secondly, by allowing transfer under the URS a variety of issues emerge: what will be the compatibility between the URS and the UDRP? What will be the differences between the two mechanisms? 

If the URS is not meant to be a process that invites substantive evaluation but rather seeks to examine superficially the alleged infringement, then allowing a remedy that seeks transfer of the domain name is against due process and basic principles of justice.

Finally, transfer of the domain name under the URS was never part of the original IRT recommendation. The STI contemplated on this issue, but decided against it.

· Why a loser ‘pays all’ model should not be implemented

This recommendation is problematic for various reasons. First and foremost, no independent administrative process can impose such a rule, unless there are clear safeguards to ensure that such a rule will not be abused. The URS currently does not have any such safeguards. 

Moreover, the checks and balances and the administration of such a system need to be solid; the URS (even though it has not yet been in force) is not built to accommodate such rigorous administrative duties and does not have ‘built-in’ provisions to accommodate such radical recommendations. Any private-imposed disincentive artificially limits domain name holders from exercising their rights. Imposing such an economic burden upon individual registrants, SMEs or entrepreneurs will be detrimental, as they will fear to proceed to claim their rights under a system that has already been attacked for its bias.

Finally, registrants cannot often afford to pay their own attorneys at all, except on a contingency fee basis. To this end, a “Loser Pays” model is inherently pro-complainant, and would especially favor big brand complainants who can outspend any individual legitimate registrant.

The Trademark Clearinghouse

One thing that we need to clarify  in relation to the Trademark Clearinghouse is that it was never meant to be a protection mechanism for the trademark community, at least in the same way the URS is meant to provide relief to trademark owners. The Trademark Clearinghouse was originally conceived as a means to provide efficiency in the domain name registration culture for trademark owners, Registrars and Registries.

One of the main features of the Trademark Clearinghouse is that it is not meant to allocate trademark rights where none exist in the offline world. Moreover, the Clearinghouse is expected to ‘understand’ and ‘accept’ the differences of trademark law across jurisdictions and respect them to the extent that it will not create more chaos than already exists.

The Post Delegation Dispute Resolution Process (PPDRP)

The PDDRP is a novel and additional tool for trademark owners to protect their marks. The model is designed to allow trademark owners to turn against Registries, which appear to be encouraging or contributing cybersquatting activities. 

This new mechanism is extraordinary. It is the first time that we get to experience a mechanism that can potentially terminate an entire business, taking with it both legitimate and non-legitimate users. The PDDRP provides potentially the greatest weapon to the trademark community and, if not implemented and operated carefully, it can upset and work to the detriment of the whole registration culture.

The United States recommendation of amending the standard of proof from “clear and convincing evidence” to a “preponderance of evidence” is unreasonable to the extent that it fails to consider the implications the lowering of the standard of proof will have. As we have said, the PDDRP is an extraordinary mechanism at the disposal of the trademark community – it already constitutes a unique tool that can endanger and upset the whole registration culture. The PPDRP, for example, fails to provide answers to what will happen to legitimate domain name registrations, if a Registry is found liable under this process. Lowering this way the standard of proof will only create more problems: Registries will fear of a PDDRP complaint and, thus, proceed to implement rules that will make registration difficult and cumbersome; this will make the process of registration extremely burdensome and bureaucratic for registrants.
The PDDRP manifests beyond any reasonable doubt that trademark protection in the Internet is more than secure and there is no valid reason or justification for lowering the standard of proof.
With respect particularly to the possibility of GNSO policy development, we note that the GNSO Council has recently called for an Issues Report to be prepared on the Uniform Dispute Resolution Policy, as a necessary preliminary step towards a full policy development process. This reflects the GNSO community consensus, as evidenced by the reports made by the GNSO’s Registration Abuse Policies Working Group and the Registration Abuse Policies Implementation Drafting Team. The GNSO is also in the process of evaluating the value of and developing guidelines for the establishment of cross-community working groups, which would include participants from other ICANN stakeholders, including the Advisory Councils. 

In addition, we believe that the effectiveness of these rights protection mechanisms is best measured after they have been tested in practice. It may be that they need to be refined further, or even that additional and balanced mechanisms should be considered for future launches and existing gTLDs. In light of the delay that has already attached to the introduction of new gTLDs, the ongoing work in the GNSO and the process through which the community has arrived at a consensus position on a contentious over-arching issue, a more constructive and thoughtful approach would be to review these consensus-based mechanisms as a community post-launch, instead of following the USG Proposal, which would effectively and essentially mean restarting the entire process all over again.

� The STI’s recommendations, based in part on the IRT’s proposals, were the basis for the mechanisms eventually introduced into the AGB. All of the groups’ various reports as well as each iteration of the AGB have been subjected to public comment: see �HYPERLINK "http://www.icann.org/en/announcements/announcement-4-29may09-en.htm"�http://www.icann.org/en/announcements/announcement-4-29may09-en.htm� (inviting public comment on the IRT’s Final Report) and �HYPERLINK "http://www.icann.org/en/announcements/announcement-2-17dec09-en.htm"�http://www.icann.org/en/announcements/announcement-2-17dec09-en.htm� (inviting public comment on the STI team’s recommendations of December 2009). 


� See, e.g., the Board’s resolution on this question from its Trondheim retreat in September 2010: �HYPERLINK "http://www.icann.org/en/minutes/resolutions-25sep10-en.htm" \l "2.9"�http://www.icann.org/en/minutes/resolutions-25sep10-en.htm#2.9�. 


� This was specifically included in the Trondheim resolution, ibid. We note that the language expressly considers the possibility of “further mechanisms for enhanced protection of trademarks” (emphasis added.)  


� The Board’s resolution in Cartagena in December 2010 on this issue stated that the over-arching issue of trademark protection has been addressed though implementation issues (with regard also to other over-arching issues) may remain: �HYPERLINK "http://www.icann.org/en/minutes/resolutions-10dec10-en.htm" \l "2"�http://www.icann.org/en/minutes/resolutions-10dec10-en.htm#2�. 





